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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed 9/1 6/08 have been fully considered but they are not 
persuasive. 

The argued features, i.e., "communicating a user identification message from the user 
identification circuit to the telecommunication device";" transmitting at least one service request 
message over the radio communication network from the user identification circuit to a service 
computer, wherein the at least one service request message requests allocation of at least one 
service";" receiving a pre-paid account status message over the radio communication network 
from the service computer to the user identification circuit in response to each service request 
message, wherein the user identification circuit evaluates the pre-paid account status message"; 
"communicating the evaluated pre-paid account status message from the user identification 
circuit to the telecommunication device to allocate use of the requested service when the 
evaluated pre-paid account status message indicates a specific result". 

Lehmus is discussing a subscriber identity module that makes it possible to integrate different 
smart card functions with the SIM card used in a mobile station. The system enables new 
diversified service combinations to be implemented so as to allow them to be utilized via a data 
communication device, such as a mobile station. A feature characteristic of these service 
combinations is that a part of the series of actions is carried out in a system and/or application 
external to the data communication system and the data communication device in addition to or 
instead of wireless communication between the mobile station and the data communication 
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system/application. Lehmus is discussing a subscriber identification module that contains an 
IMSI code that sends messages to a telecommunications device. Therefore, Lehmus clearly 
reads on the argued limitation of "communicating a user identification message from the user 
identification circuit to the telecommunication device." Lehmus discusses a system that enables 
new diversified service combinations using SMS or USSD messages transmitted from a user 
identification circuit to a computer. Therefore, Lehmus clearly reads on the argued limitation of 
" transmitting at least one service request message over the radio communication network from 
the user identification circuit to a service computer, wherein the at least one service request 
message requests allocation of at least one service." Lehmus discusses a SIM card receiving a 
message containing information about a sum to be debited. The application in the SIM device 
requires approval of the debiting message by the user before the message is forwarded to a server 
that verifies creditworthiness. Therefore, Lehmus clearly reads on the argued limitation of 
"receiving a pre-paid account status message over the radio communication network from the 
service computer to the user identification circuit in response to each service request message, 
wherein the user identification circuit evaluates the pre-paid account status message." As 
previously discussed a SIM card receiving a message containing information about a sum to be 
debited. The application in the SIM device requires approval of the debiting message by the user 
before the message is forwarded to a server that verifies creditworthiness. Since the SIM card 
requires approval of debit amount by the user, a transfer of an evaluated prepaid account status 
from the SIM card to the telecommunication device is taught. Therefore, Lehmus clearly reads 
on the argued limitation of "communicating the evaluated pre-paid account status message from 
the user identification circuit to the telecommunication device to allocate use of the requested 
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service when the evaluated pre-paid account status message indicates a specific result". The 
Applicant argues that Silva does not teach a transfer of an evaluated pre-paid account status from 
the SIM card to the telecommunication device. However, the Examiner has actually argued that 
Lehmus in combination with Sivula teaches a transfer of an evaluated pre-paid account status 
from the SIM card to the telecommunication device. The combination teaches a SIM card 
receiving a message containing information about a sum to be debited. The application in the 
SIM device requires approval of the debiting message by the user before the message is 
forwarded to a server that verifies creditworthiness. Therefore, the combination clearly reads on 
"a transfer of an evaluated pre-paid account status from the SIM card to the telecommunication 
device". The Applicant argues that independent claims 27 and 39, which contain similar 
limitations, as well as their dependent claims should be allowed. However, the Examiner has 
argued these limitations and therefore, respectfully disagrees. Further, Lehmus and Sivula are 
exemplary references from relevant subclasses that read upon the argued limitations as discussed 
above and as set forth in the following office action. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claim 27-33 and 39-42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lehmus in view of Sivula (US 6907239 B1). 

Consider Claim27, Lehmus teaches a method for providing pre-paid services over a radio 
communication network to a telecommunication device comprising a user identification circuit, 
the method comprising the steps of: communicating a user identification message from the user 
identification circuit to the telecommunication device, (Fig. 4c, Pg. 10, lines 10-17); transmitting 
at least one service request message over the radio communication network from the user 
identification circuit to a service computer, wherein the at least one service request message 
requests allocation of at least one service (read as SMS or USSD message, Fig. 4c, Block 41 and 
Pg. 10, lines 29-37, and Pg. 11, lines 1-19); receiving a pre-paid account status message over the 
radio communication network from the service computer to the user identification circuit in 
response to each service request message, wherein the user identification circuit evaluates the 
pre-paid account status message (read as server verifies user's creditworthiness so that prepaid 
card can be debited, Pg. 10, line 29-Pg. 11, line 13); except that Lehmus does not specifically 
teach communicating the evaluated pre-paid account status message from the user identification 
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circuit to the telecommunication device to allocate use of the requested service when the 
evaluated pre-paid account status message indicates a specific result. 

However, Silvula clearly teaches communicating the evaluated pre-paid account status 
message from the user identification circuit to the telecommunication device to allocate use of 
the requested service when the evaluated pre-paid account status message indicates a specific 
result (Col. 1, line 46-Col. 2, line 11, Col. 3, lines 49-56, and Col. 7, lines 14-17). 

Therefore, it would have been obvious to one skilled in the art at the time of the invention 
to incorporate the teachings of Siva into Lehmus in order to aid in determining the remaining 
value in an account (Col. 7, lines 14-17). 

Consider Claim 39, Lehmus teaches an apparatus that allocates pre-paid services over a 
radio communication network, comprising: 

a telecommunication device (Figs. 1-3); and a user identification circuit, wherein the user 
identification circuit communicates a user identification message to the telecommunication 
device (Pg. 10, lines 1 1-17]), and transmits at least one service request message over the radio 
communication network to a service computer, wherein the at least one service request message 
requests allocation of at least one service (Pg. 10, lines 29-37 and Pg. 11, lines 1-19), and 
wherein the user identification circuit receives a pre-paid account status message over the radio 
communication network from the service computer to the user identification circuit in response 
to each service request message (read as server allows or denies service, Pg. 10, line 29-Pg. 11, 
line 19), wherein the user identification circuit evaluates the pre-paid account status message 
(Pg. 10, line 29-Pg. 11, line 19), except that Lehmus does not specifically teach wherein the user 
identification circuit communicates the evaluated pre-paid account status message to the 
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telecommunication device to allocate use of the requested service when the evaluated pre-paid 
account status message indicates a specific result. 

However, Silvula teaches wherein the user identification circuit communicates the 
evaluated pre-paid account status message to the telecommunication device to allocate use of the 
requested service when the evaluated pre-paid account status message indicates a specific result 
(Col. 1, line 46-Col. 2, line 11, Col. 3, lines 49-56, and Col. 7, lines 14-17). 

Therefore, it would have been obvious to one skilled in the art at the time of the 
invention to incorporate the teachings of Siva into Lehmus in order to aid in determining the 
remaining value in an account (Col. 7, lines 14-17). 

Consider Claim 28, Lehmus teaches the method, wherein the telecommunication 
device is one of a GSM device and a UMTS device (Pg. 1, lines 24 and 26, Fig. 2, and Pg. 9, 
lines 3 and 20)). 

Consider Claim 29, Lehmus teaches the method, wherein the user identification circuit is 
one of a Subscriber Identity Module (SIM) and a UMTS Subscriber Identity Module (Figs. 1-3, 
Pg. 4, Iinel7-Pg. 5, line 15). 

Consider Claim 30, Lehmus teaches the method, wherein the service request 
message is generated by a command set on an application toolkit stored in one of the Subscriber 
Identity Module (SIM) and a UMTS Subscriber Identity Module (USIM) (Pg. 10, line 29-Pg. 11, 
line 4). 

Consider Claim 31, Lehmus teaches the method, wherein the at least one service request 
message is transmitted concurrently with the communication of the user identification message 
(Pg. 10, line 29-Pg. 11, line 19). 
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Consider Claim 32, Lehmus teaches the method, wherein the specific result is an 
indication that sufficient pre-paid credit is available (Pg. 10, line 29-Pg. 11, line 19). 

"Consider Claim 33, Lehmus teaches the method, but Lehmus fails to specifically teach 
the method wherein the service is at least one of mobile email, instant messaging, video 
telephony, a multimedia messaging service and a short message service. 

However, Sivula teaches the method wherein the service is at least one of mobile email, 
instant messaging, video telephony, a multimedia messaging service and a short message service 
(Col. 6, lines 58-67). 

Therefore, it would have been obvious to one skilled in the art at the time of the invention 
to combine the teaching of Lehmus and Sivula in order to convey a list of services (Col. 6, line 
61). 

Consider Claim 37, Lehmus teaches the method, further comprising the step of 
blocking allocation (read as denying access) of the requested service if the evaluated pre-paid 
account status message does not indicate the specific result (Pg. 10, line 29-Pg. 11, line 19). 

Consider Claim 38, Lehmus teaches the method, wherein the service computer is 
a server (Fig. 3, and Pg. 9, line 9-Pg. 10, line 10). 

Consider Claim 40, Lehmus teaches the apparatus, wherein the 
telecommunication device is one of a GSM device and a UMTS device (Pg. 1, lines 24 and 26, 
Fig. 2, and Pg. 9, lines 3 and 20). 

Consider Claim41, Lehmus teaches the apparatus, wherein the user 
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identification circuit is one of a Subscriber Identity Module (SIM) and a UMTS Subscriber 
Identity Module (USIM)) (Figs. 1-3, Pg. 4, line 17-Pg. 5, line 15). 

Consider Claim 42, Lehmus teaches the apparatus wherein the service request message is 
generated by a command set on an application toolkit stored in one of the Subscriber Identity 
Module (SIM) and a UMTS Subscriber Identity Module (USIM) (Pg. 10, line 29-Pg. 11, line 14). 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claim 34-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lehmus in view of Sivula (US 6907239 B1 ) and further in view of Capitant (US 696701 1 
B1). 
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Consider Claim 34, Lehmus and Silvula teach the method, but the combination fails to 
specifically teach the method wherein and the at least one service request message contains, 
depending upon a type of requested service, additional data required for providing the service. 

However, Capitant teaches the method wherein and the at least one service request 
message contains, depending upon a type of requested service, additional data required for 
providing the service (read as buyer's authentication, Col. 3, lines 44-57). 

Therefore, it would have been obvious to one skilled in the art at the time of the invention 
to combine the teaching of Lehmus and Silvula with Capitant in order to aid in security (Col. 3, 
lines 44-57). 

Consider Claim 35, Lehmus, Silvula, and Capitant teach the method, but fail to 
specifically teach wherein each service request message includes parameters for charges, 
depending on the type of service being requested (read as determining creditworthiness. 

However, Lehmus teaches wherein each service request message includes parameters for 
charges, depending on the type of service being requested (read as determining creditworthiness, 
(Pg. 10, line 29-Pg. 11, line 4). 

Therefore, it would have been obvious to one skilled in the art at the time of the invention 
to incorporate the teachings of Lehmus, Sivula, and Capitant with further teachings of Lehmus to 
aid in applying application toolkit parameters (Pg. 10, line 29-Pg. 11, line 4). 

Consider Claim 36, Lehmus, Sivula, and Capitant teaches the method, but the 
combination fails to specifically teach the method wherein the at least one service request 
message describes an order of the services requested by the radio communication terminal. 
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However, Sivula teaches the method wherein the at least one service request message 
describes an order of the services requested by the radio communication terminal (Col. 6, lines 
17-44). 

Therefore, it would have been obvious to one skilled in the art at the time of the invention to 
combine the teaching of Lehmus, Capitant, and Sivula with further teachings of sivulain order to 
aid in item selection (Col. 6, lines 17-44). 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action is not mailed until after the end 
of the THREE-MONTH shortened statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any response to this Office Action should be faxed to (571) 273-8300 or mailed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
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Hand-delivered responses should be brought to 

Customer Service Window 
Randolph Building 
401 Dulany Street 

Alexandria, VA 223 14 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Shannon Brooks whose telephone number is (571) 270-1 1 15. The 
examiner can normally be reached on 7:30a.m. to 5p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nick Corsaro can be reached on (571) 272-7876. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist/customer service whose telephone number is (571) 272- 
2600. 
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